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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: (Taken from 
PG Pub No. 2004/0109194) 

There are misspellings in paragraph [0009] and [0015]. Appropriate correction is 
required. 

2. Claim 1 objected to because of the following informalities: (Taken from PG Pub 
No. 2004/0109194) 

There is a misspelling in claim 1 . "A image reading" has to be changed to "An image 
reading". Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claim 14 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 14 as recited is not patent eligible. See MPEP 2106.01 (I). Specifically, "A 
program making a computer conduct a process" does not fall within a statutory category 
of a machine, an article of manufacture, a composition of matter, or a process because 
it is not clear whether a " program" as recited is for causing the computer to execute it 
as claimed. It could very well imply manual operation of turning on a computer to 
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perform a process. The claim could be remedied by reciting in the preamble " a 
computer (software) program encoded in a computer-readable medium when executed 
by the computer comprising:" 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

6. Claim 1 -14 are rejected under 35 U.S.C. 1 02(e) as being anticipated by Teraura 
(Pub US 20020170973). 

With regards to claim 1 , Teraura discloses A image reading system comprising 
(copy machine with a facsimile function in FIG. 2): an image display member on which 
an image is displayed (printing paper 13 of FIG. 1); and an image reading apparatus, 
wherein: the image display member includes a data supply device for storing a 
predetermined data and supplying the stored predetermined data to an external (RFID 
tag 14 in FIG. 3A); the image reading apparatus includes: an image reading unit for 
reading the displayed image (a scanner 6 of FIG. 2 reads an image on the sheet of 
document paper [0068] and [0069]); a data reading unit for reading the supplied 
predetermined data from the image display member (The reader-writer for recording 
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data from the RFID data in RFID tag 14 of the printing paper [0071]); an output unit for 
outputting at least one of the read image and the read predetermined data (printing unit 
1 1 and LCD unit 35 in FIG. 5); and a control unit for controlling at least one of the image 
reading unit and the output unit in response to whether or not the supplied 
predetermined data has been read (Control circuit 29 in FIG. 5). 

With regards to claim 2, an image reading apparatus comprising (copy machine 
with a facsimile function in FIG. 2): an image reading unit for reading an image 
displayed on an image display member (a scanner 6 of FIG. 2 reads an image on the 
sheet of document paper [0068] and [0069]); a data reading unit for reading a 
predetermined data stored in the image display member (The reader-writer for recording 
data from the RFID data in RFID tag 14 of the printing paper [0071]); an output unit for 
outputting at least one of the read image and the read predetermined data (printing unit 
1 1 and LCD unit 35 in FIG. 5); and a control unit controls at least one of the image 
reading unit and the output unit in response to whether or not the supplied 
predetermined data has been read (Control circuit 29 in FIG. 5). 

With regards to claim 3, The image reading apparatus according to claim 2 (the 
same apparatus as claim 2), wherein: when the predetermined data has been read, the 
control unit controls the output unit to output at least one of the read image and the read 
predetermined data in response to the read predetermined data; and when the 
predetermined data has not been read, the control unit controls the output unit to output 
the read image (FIG. 6 and FIG. 7). 
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With regards to claim 4, The image reading apparatus according to claim 3 (the 
apparatus as claim 3), wherein: the control unit judges an attribute of the read 
predetermined data on the basis of attribute data contained in the read predetermined 
data; and the control unit controls at least one of the image reading unit and the output 
unit in response to whether or not the judged attribute is an attribute indicating data, 
which is printable as an image ([0081], [0082], and [0083]). 

With regards to claim 5, The image reading apparatus according to claim 4 (the 
same apparatus as claim 4), further comprising: an operation unit for promoting a user 
to select at least one of the read image and the read predetermined data as output data 
to be output, when the judged attribute is the attribute indicating the printable data as an 
image, wherein: when the judged attribute is the attribute, which is printable as an 
image, the control unit controls the image reading unit to stop reading the displayed 
image (In FIG. 7, the control circuit 29 and the LCD 35 perform these tasks as 
described in [0087] - [0089]). 

With regards to claim 6, The image reading apparatus according to claim 5 (the 
same apparatus as claim 5), wherein: the operation unit receives an operation for 
selecting the output data; and when the output data is selected, the control unit controls 
the image reading unit to restart reading the displayed image and controls the output 
unit to output the selected output data (Control circuit 29 in FIG. 5). 

With regards to claim 7, The image reading apparatus according to claim 6 (the 
same apparatus as claim 6), wherein: the operation unit further receives another 
operation for designating an output format at a time of outputting the output data; and 
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the control unit controls the output unit to output the selected output data in the 
designated output format (the control circuit 29 and the LCD 35 in FIG. 5). 

With regards to claim 8, The image reading apparatus according to claim 7 (the 
same apparatus as claim 7), wherein: when the read image and the read predetermined 
data are selected as the output data, the control unit controls the output unit to print the 
read image and the read data on different image formation media in accordance with 
the designated output format, respectively (the control circuit 29 and the printing unit 1 1 
[0093]). 

With regards to claim 9, The image reading apparatus according to claim 7 the 
same apparatus as claim 7), wherein: when the read image and the read predetermined 
data are selected as the output data, the control unit controls the output unit to print the 
read image and the read predetermined data on both surfaces of an image formation 
medium in accordance with the designated output format, respectively (the control 
circuit 29 and the printing unit of FIG. 5 are inherently capable of performing these 
operations). 

With regards to claim 10, The image reading apparatus according to claim 7 (the 
same apparatus as claim 7), further comprising: a synthesizing unit for synthesizing the 
read image with the read predetermined data in accordance with the designated output 
format, wherein: when the read image and the read predetermined data are selected as 
the output data, the control unit controls the output unit to output the synthesized data in 
accordance with the designated output format (see the flow chart in FIG 8, steps B21 , 
B23, and B24 and paragraph [0094] and [0095]). 
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With regards to claim 11, The image reading apparatus according to claim 10 
(the same apparatus as claim 10), wherein: the synthesizing unit synthesizes the read 
image with the read predetermined data in accordance with the designated output 
format so that the read image and an image indicated by the read predetermined image 
are displayed in a superimposed manner (the control circuit 29 and the LCD unit 35 of 
FIG. 5 is inherently capable of performing these operations). 

With regards to claim 12, The image reading apparatus according to claim 10 
(the same apparatus as claim 10), wherein: the synthesizing unit synthesizes the read 
image with the read predetermined data in accordance with the designated output 
format so that the read image and an image indicated by the read predetermined image 
are displayed side by side (the control circuit 29 and the LCD unit 35 of FIG. 5 is 
inherently capable of performing these operations). 

With regards to claim 13, An image reading method (the apparatus as claimed in 
claim 1 inherently imply the method as claimed) comprising: reading a predetermined 
data stored in an image display member (data reading unit of claim 1 ); controlling at 
least one of a process for reading an image displayed on the image display member 
and a process for outputting the read image in response to whether or not the supplied 
predetermined data has been read (control unit of claim 1 ); performing the process for 
reading the image displayed on the image display member in accordance with the 
control (image reading unit of claim 1 ); and outputting at least one of the read image 
and the read predetermined data in accordance with the control (output unit of claim 1). 
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With regards to claim 14, A program making a computer conduct a process 
comprising: reading a predetermined data stored in an image display member; 
controlling at least one of a process for reading an image displayed on the image 
display member and a process for outputting the read image in response to whether or 
not the supplied predetermined data has been read; performing the process for reading 
the image displayed on the image display member in accordance with the control; and 
outputting at least one of the read image and the read predetermined data in 
accordance with the control (claim 14 is a computer program performing the operation 
the steps of claim 13 using the apparatus of claim 1 . Using a computer program to 
perform these kinds of tasks is well known in the art. The PC 39 in FIG. 5 can be 
programmed to perform these tasks). 



Conclusion 

7. The prior art made of record and not relied upon is considered to applicant's 
disclosure. 

Minami et al. (US Patent 7,048,194) teaches a printing paper that set in the 
printer and used for printing and a printer apparartus The printing paper has memory 
element that stores printing information used for printing such as paper size, paper 
direction, and paper type. It also teaches a printing apparatus that detects whether there 
is a memory element is attached to the printing paper. 

Contact 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mesfin Getaneh whose telephone number is (571) 270- 
3752. The examiner can normally be reached on 8:00AM-5:00PM est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vu Le can be reached on (571) 272-7332. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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